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DETAILED ACTION 

Applicant's Amendment filed November 15, 2006 is hereby acknowledged. 
Claims 1-16 are pending. 

Terminal Disclaimer 

1 . The temiinal disclaimer filed on November 1 5, 2006 disclaiming the temriinal 
portion of any patent granted on this application which would extend beyond the 
expiration date of patents granted on applications 10/695282, 10/698309, 10/698871 
has been reviewed and is NOT accepted. 

The application/patent being disclaimed has been improperly identified since the 
number used to identify the application or date being disclaimed is incorrect. The 
correct number is 10/695,282. which is missing from the terminal disclaimer. Also, one 
of the dates listed for 10/698,309 is incorrect because the correct filing date is 10/31/03. 

Response to Amendment 

2. Applicant's amendments have overcome the rejection under 35 USC 112, 2"** 
paragraph. 

3. New rejections under 35 USC 1 12, 2"** paragraph and 35 USC 102 have been 
added in this office action. 
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Claim Interpretation 
As stated by the examiner in a previous office action, claims 1-11 are product by 
process claims. "[E]ven though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on Its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695,698. 227 USPQ 964, 966 (Fed. Cir. 1985). 

'The Patent Office bears a lesser burden of proof in making out a case of prima 
facie obviousness for product-by-process claims because of their peculiar nature" than 
when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 
744, 180 USPQ 324, 326 (CCPA 1974). Once the examiner provides a rationale tending 
to show that the claimed product appears to be the same or similar to that of the prior 
art, although produced by a different process, the burden shifts to applicant to come 
fonvard with evidence establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 710 F.2d 798. 802, 218 USPQ 289, 292 
(Fed.Cir.1983). 

Therefore, a reference that meets the structural limitations in the claims, 
specifically a benefit agent delivery system comprising a water-insoluble polymer 
particle and a benefit agent, demonstrates that the claims are unpatentable. Process 
steps such as "wherein the polymer particle and the benefit agent are separately added 
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to a matrix to form the benefit agent delivery system" do not limit the structural language 
of the claim and are not given patentable weight. 



Claim Objections 

4. Claims 3, 4, 6, 10,11, 13, 14 and 16 are objected to under 37 CFR 1.75(c), as 
being of improper dependent form for failing to further limit the subject matter of a 
previous claim. Applicant is required to cancel the claim(s), or amend the claim(s) to 
place the claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
Claims 3, 4, 6, 10 and 1 1 do not further limit the structure of the delivery system but 
instead describe process steps or intended use. Claims 13, 14 and 16 are not positive 
steps further limiting the method of making a granular or liquid composition. These 
claims describe a properties of the composition when subjected to analysis, but 
applicant has not claimed a method of analysis. Applicant must positively recite the 
protocol steps in order to claim the properties demonstrated by the protocol steps. 



Claim Rejections - 35 USC §112 

5. The following Is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the Invention. 
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Regarding claim 1 , it is unclear what structural elements make up the benefit 
agent delivery system. It Is unclear if applicant intends to define the delivery system as 
comprised of a matrix including a water-soluble polymer particle and a benefit agent. 
As presently drafted, the claim appears to incorporate the process by which the system 
is formed; however the matrix is not positively claimed as an element of the invention. 
Examiner also notes that applicant has not positively claimed a substrate. 

Regarding claim 6, it is unclear whether applicant is attempting to further limit the 
perfume raw material of claim 5. The claim as presently drafted is directed not to the 
perfume raw material but to properties of the polymer particle regarding it's relationship 
to two different perfume raw materials that are not positively claimed as elements of the 
invention. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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8. Claims 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schindler et a! (USP 6,436,421 ). Schlndler discloses a benefit agent delivery system 
including a water-insoluble polymer particle and a benefit agent added to a liquid matrix 
(emulsion) that is diluted with water (column 3 lines 9-24). The substrate may be a 
pest, the locus of the pest or a food source of the pest (column 3 lines 25-27). The 
benefit agent may be a perfume raw material such as benzyl acetate (claim 1), which 
has a low Kovats index per applicant's specification. 

9. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Claffey 
(USP 4,318,746). Claffey discloses a method for making a liquid composition 
containing a benefit agent delivery system comprising the steps of providing a liquid 
matrix (gel) adding a water-insoluble polymer particle to the matrix (column 4 lines 9-10) 
and adding a benefit agent such as benzyl alcohol, which has a low Kovats index, then 
applying the mixture to a substrate (column 4 lines 15-20). 

10. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Skodell 
(USP 5,556,450). Skodell teaches a method for making a liquid composition containing 
a benefit agent delivery system comprising the steps of providing a liquid matrix 
(example 1), adding a water-insoluble polymer particle (column 2 lines 21-30) and 
adding a benefit agent (benzyl alcohol) (Table 1). 
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Conclusion 



Any inquiry concerning tills communication or earlier communications from the 
examiner should be directed to Keri A. Moss whose telephone number is 571-272-8267. 
The examiner can normally be reached on 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Keri A. Moss 
Examiner 
Art Unit 1743 



KAM 2/5/07 





